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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 15-26, 36-40, 43-55, 57, 58, 63 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schilling in view of Michael et al. (WO 94/30023). 

Regarding to claims 15, 46, Schilling teaches a radio unit (i.e., mobile radio 
communication unit, fig. 6), comprising: a controller (fig. 6, item 204); at least one 
storage device (i.e., a memory 206 of fig. 6), said at least one memory or credit card for 
storing personal access number which can be user's identification (col. 6, lines 9-29); 
and an interface (reader 208 or writer 212) coupled to said controller (204), said 
interface being adapted for mechanically and electrically coupling to said at least one 
memory or credit card, said at least one memory being attachable to said interface (i.e., 
insertion slots to insert cards, col. 7, lines 10-34), wherein while said interface is 
mechanically and electrically coupled to said at least one memory or credit card, said 
controller is electrically coupled to said at least one memory or credit card capable to 
transfer data via the interface (see fig. 6, col. 6, line 47 to col. 7, line 13). 

Schilling does not specifically disclose said at least one memory or credit card for 
storing at least one application program. 
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However, said at least memory or credit card which can be an SIM card, storing 
at least one application program is very well known in the art of communications as 
evidenced by Michael. Michael discloses that in path 14, runs commands cause a 
program stored in the SIM card to be run (i.e., inherently the SIM has an application 
program, page 9, lines 1-34), and the SIM contains subscriber's identity, i.e. his 
telephone number (page 1, lines 9-12). Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to have implemented the SIM card of 
Michael within the mobile radio unit of Schilling in order to receive instructions remotely 
to run a program stored in memory location at the mobile radio unit, for the application 
programs stored in the IC card to have displayed, edited or correct the information 
stored in the selective paging receiver. Thus the SIM card could acquire the functions of 
a credit card, passport, driving license and so on. 

Regarding to claims 16, 47, Michael teaches the application program includes a 
payment application program (page 6, lines 5-22). 

Regarding to claims 17, 48, Michael teaches wherein the at least one storage 
device (i.e. SIM contains large number of memory locations) to store certain types of 
information in different location includes a first storage device and a second storage 
device , wherein the first storage device stores the at least one application program and 
the second storage device stores the identification information (i.e. instructions to run 
program in one location and information regarding subscriber identification in another 
location, page 2, line 28 to page 3, line 12; page 5, lines 6-31). 
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Regarding to claims 18, 49, Schilling teaches wherein the first, storage device is 
adapted for attachably coupling to said interface (i.e., inserting a card within the radio 
unit, col. 6, lines 23-29). 

Regarding to claims 19, 50, 55, 58, Schilling teaches wherein the second storage 
device includes a smartcard (i.e., Subscriber Identity Module (SIM) card) that is 
adapted for attachably coupling to said interface (see fig. 6, i.e., a smartcard equivalent 
to a SIM may store additional information beyond identification information, col. 4, lines 
9-41). 

Regarding to claims 20, 45, 51 , 57, Michael teaches wherein said at least one 
application program includes a cash card application program (i.e., the SIM card could 
acquire the function of a credit card, a multi-service card and so on, page 6, lines 5-17 
and page 10, lines 10-17). 

Regarding to claims 21, 45, 52, 57, Michael teaches wherein said at least one 
application program includes a credit card application program (i.e., the SIM card could 
acquire the function of a credit card, page 10, lines 10-17). 

Regarding to claims 22, 53, Michael teaches wherein said at least one 
application program is controllable for being activated to control operations of said 
controller (page 7, lines 16-33). 

Regarding to claim 23, Schilling teaches wherein said wireless user terminal is a 
mobile telephone (fig. 10). 

Regarding to claims 24, 54, Schilling teaches wherein the at least one storage 
device is adapted for attachably coupling to said interface (col. 6, lines 22-52). 



Application/Control Number: 10/054,485 Page 5 

Art Unit: 2681 

Regarding to claims 25, 63Schilling further teaches a transceiver that is 
bidirectionally coupled to said controller and to an external communication network (fig. 
6, item 202). 

Regarding claim 26, all the limitations therein are the same as those discussed 
above with respect to claim 15, and hence are rejected for the same reasons of 
obviousness given above. 

Regarding to claim 36, Schilling in view of Michael further teaches steps of: 
entering information into the mobile communication unit specifying that a payment be 
made from the mobile communication unit to an external terminal (col. 9, lines 3-29); 
establishing a communication link between the mobile communication unit and the 
external terminal (i.e., radio unit links debit/credit card, col. 9, lines 24-64); verifying that 
an account associated with the credit card has at least a predetermined balance (col. 8, 
lines 4-44); and registering a payment transaction with at least one of the external 
terminal and the credit card (col. 8, line 4 to col. 9, line 64). Michael further discloses 
program (e.g. one application program to be run at the mobile radio communication is 
store in the SIM). 

Regarding to claim 37, Schilling teaches the limitations of the claim as follow: 
inserting the credit card within the radio unit to establish communication to another radio 
unit, and debit card has been debited with respect to time and displaying the credit 
amount (col. 7, line 48 to col. 8, line 65). 

Regarding to claim 38, Schilling teaches wherein information indicating a balance 
of a user account is stored in a memory of the wireless wherein further steps are 
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performed of: user terminal, and entering information into the wireless user terminal 
requesting that the information indicating the balance of the user account be retrieved 
(col. 7, lines 48-63); in response to the mobile radio communication unit receiving the 
entered information, retrieving the information indicating the balance of the user account 
from the memory, and providing the information indicating the balance of the user 
account to a user (col. 7, line 47 to col. 8, line 54). 

Regarding to claims 39, 40, Michael inherently teaches wherein said at least one 
storage device (i.e. SIM card) is a removable from said interface (page 10, lines 13-27). 

Regarding to claims 43-44, Schilling teaches wherein said identification 
information also identifies a telephone number of said mobile radio user (i.e., the 
telephone number follows the user on his debit card, col. 2, lines 36-40). 

3. Claims 27-30, 34, 35, 59, 60, 62, and 65 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schilling in view of Michael further in view of Gutman et al. 

Regarding to claim 27, Schilling in view of Michael teaches all the limitations 
above, but they fail to specifically teach the step of registering a payment transaction 
with at least one of an external terminal and the at least one application program 

However, registering a payment transaction with an external terminal over the 
wireless communication is very well known in the art of communications, as evidenced 
by Gutman. Gutman teaches a means for wireless transmitting a message including 
financial information relating to the balance for initiating the financial transaction, 
(typically, the system should recognize the device to provide service, col. 16, line 65 to 
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col. 17, line 16, col. 19, lines 3-7). Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to have implemented the techniques 
of Gutman within the system Schilling and Michael in order for the electronic wallet to 
wirelessly communicate with the financial institution to modify an amount in an account 
balance, such as by transferring cash from one account balance to another account 
balance (col. 13, lines 10-25). 

Regarding to claim 28, Schilling further teaches wherein prior to the performance 
of the registering step, further steps are performed of: entering information into the 
mobile radio user terminal (i.e., writing and rewriting the credit amount, col. 6, lines 53- 
68); and in response to the entering step, the mobile radio user terminal performs a step 
of: comparing the entered information to the identification information to determine if the 
entered information and the identification information are similar; and, if they are similar, 
the registering step is performed (col. 9, line 3 to col. 10, line 64). 

Regarding to claim 29, Gutman in combination with Schilling and Michael 
teaches wherein the at least one electronic wallet has an associated account balance, 
and wherein the method further comprises a step of decreasing the associated account 
balance by an amount of said payment transaction (col. 13, lines 10-65). 

Regarding to claim 30, Gutman teaches wherein prior to the performance of the 
decreasing step, further steps are performed of: receiving information representing the 
associated account balance from a network, and storing the received information 
representing the associated account balance in the wireless user terminal (i.e., inherent 
in col. 12, line 64 to col. 14, line 67). 
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Regarding to claim 34, Schilling teaches wherein the mobile radio user terminal 
has an associated account balance, and wherein prior to the registering step, further 
steps are performed of: providing information representing a credit value from a credit 
source to the wireless user terminal, the credit value being at least as great as a value 
of said payment transaction (col. 8, lines 4-65); and increasing a value of the associated 
account balance by the credit value represented by the information provided to the 
wireless user terminal (col. 8, lines 4-15). 

Regarding to claim 35, Schilling further teaches wherein after perform the step of 
registering is performed, a further step is of decreasing the value of the associated 
account balance by the value of said payment transaction (col. 8, lines 4-27). 

Regarding to claims 59, 60, 62, and 65, all the limitations have been discussed in 
claims 15 and 27 above except the steps of: transmit and receive data relating to the 
application program. 

However, the preceding limitations are very well known in the art of 
communications, as evidenced by Gutman. Gutman the user of the electronic wallet 
may borrow cash from a credit account and may transfer cash from one account 
balance to another account balance. Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to have implemented the techniques 
of Gutman within the system Schilling and Michael in order to facilitate user to make 
transaction without being fixed to a particular location. 
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4. Claims 31-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schilling in view of Michael, further in view of Fujii et al. (GB 2,251,357 A). 

Regarding to claim 31 , Schilling in view of Michael teaches all the limitations 
above except wherein an external storage location stores information specifying a 
transaction credit value for the wireless user terminal, and wherein the method further 
includes steps of: retrieving the information specifying the transaction credit value from 
the external storage location; and storing the retrieved information specifying the 
transaction credit value in the mobile radio user terminal. 

However, the steps of: retrieving the information specifying the transaction credit 
value from the external storage location; and storing the retrieved information specifying 
the transaction credit value in the wireless user terminal are very well known in the art 
of communications, as evidenced by Fujii. Fujii teaches retrieving a plurality of 
subscriber information from the external device and transferring the retrieved 
information to the storage device of the radiotelephone so that content can be renewed 
(page 20, lines 7-13). The external device can be used as a memory (i.e. SIM which has 
the capability to contain diverse types of information such as the user's credit amount 
disclosed by Michael). Therefore, it would have been obvious to one of ordinary skill in 
the art, at the time of the invention, to have implemented the technique of Fujii within the 
system of Schilling and Michael so that the radiotelephone unit and the external device 
can mutually rewrite the stored content of the storage units 36 and 46 from the other 
side respectively (page 21, lines 5-9). 
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Regarding to claim 32, Schilling further teaches wherein the external storage 
location is located within an external communication network (i.e., debit meter is 
coupled to base station, col. 9, lines 44-64). 

Regarding to claim 33, Schilling teaches the claimed limitations except wherein 
the retrieving step includes communicating a Short Message Service (SMS) message 
from the wireless user terminal to the external storage location. 

However, the use of Short Message Service (SMS) message is very well known 
in the art of communications. Therefore, it would have been obvious to one of ordinary 
skill in the art, at the time of the invention, to have implemented Short Message Service 
(SMS) message to retrieve a single of subscriber information from an external device as 
a matter of user preference, given the equivalence in function. 

Allowable Subject Matter 

5. Claims 40, 41 , 61 are allowed. 

6. Claims 56, 64 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

7. The following is an examiner's statement of reasons for allowance: wherein the at 
least one application relates to an electronic purse residing at the mobile radio and 
having a balance of digital cash for making payments, wherein an external storage 
location stores a second user account having a second balance, and wherein further 
steps are performed of: retrieving at least a portion of the second balance from the 
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second user account stored in the external storage location; and increasing the balance 
of digital cash in the electronic purse by an amount that is equal to the portion of second 
balance retrieved from the second user account, as recited in claims 40, 41, and 61. 
These limitations, in conjunction with all limitations of the independent claim, have not 
been disclosed, taught, or made obvious over the prior art of record. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claims 1 -65 are rejected under the judicially created doctrine of double patenting 
over claims 1-22 of U. S. Patent No. 6,418,326 and claims 13-18, 22-24, and 26-37 of 
U. S. Patent No. 6,078,806 since the claims, if allowed, would improperly extend the 



"right to exclude" already granted in the patent. 
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The subject matter claimed in the instant application is fully disclosed in the patent and 
is covered by the patent since the patent and the application are claiming common 
subject matter, as follows: a mobile radio communication unit, comprising: a controller; 
at least one storage device, said at least one storage device at least one application 
program and identification information, wherein the identification information identifies a 
user of said wireless user terminal; and an interface coupled to said controller, said 
interface being adapted for mechanically and electrically coupling to said at least one 
storage device, said at least one storage device being attachable to said interface, 
wherein while said interface is mechanically and electrically coupled to said at least one 
storage device, said controller is electrically coupled to said at least one storage device. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 



1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jean A Gelin whose telephone number is (703) 305- 
4847. The examiner can normally be reached on 9:00 AM to 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dwayne Bost can be reached on (703) 305-4778. The fax phone numbers 
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for the organization where this application or proceeding is assigned are (703) 872-9314 
for regular communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 306- 



0377. 



J.Gelin 

February 24, 2003 




jean Gam 

MENTEXAMtNER 



